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Patent Law Sections 29, main paragraph, 
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This application should be refused for the reasons mentioned below. If the 
applicant has any argument against the reasons, such argument should be submitted within 
sixty days from the date on which this notification was dispatched. 



1 . This application does not comply with the requirements under the provision of 
Patent Law Section 37 on the points mentioned below. 

2. Description of claims of this application does not comply with the requirements 
under the provision of Patent Law Section 36(6)(ii) on the points mentioned below. 

3. Description of claims of this application does not comply with the requirements 
under the provision of Patent Law Section 36(6)(i) on the points mentioned below. 

4. Description of Detailed Description of the Invention of this application does not 
comply with the requirements under the provision of Patent Law Section 36(4)(i) on the 
points mentioned below. 

5. The invention in the claims listed below of this application should not be granted 
a patent under the provision of Patent Law Section 29(l)(iii) since it is an invention 
described in the publications listed below which were distributed in Japan or foreign 
countries or is an invention being able to be utilized to the public via telecommunication line 
prior to the filing of this application. 

6. The invention in the claims listed below of this application should not be granted 
a patent under the provision of Patent Law Section 29(2) since it could have easily been 
made by persons who have common knowledge in the technical field to which the invention 
pertains, on the basis of the inventions described in the publications listed below which were 
distributed in Japan or foreign countries or those being able to be utilized to the public via 
telecommunication line prior to the filing of this application. 
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Note (List of Cited Documents is shown below) 

This application is contrary to the stipulation of Patent Law Section 37 as 
mentioned in the following (1) and (2) and, therefore, with regard to the invention in claims 
1 to 9, 16, 18, 19, 21, 22, 24 to 31, 44 to 60 and 66 to 70, no examination has been 
conducted for the requirements other than those stipulated by Patent Law Section 37. 

As mentioned in the following (8), it is clear that the invention in claims 61 to 65 is 
an invention which does not correspond to an industrially applicable invention and, therefore, 
no examination has been conducted therefor concerning the requirements of novelty, 
inventive step, and the like. 

(1) About the reason 1 / claims 1 to 9 

The problem that the invention mentioned in claim 10 is to solve is to obtain the 
compound represented by the formula (I) while the problem that the invention mentioned in 
claims 1 to 9 is to solve is to obtain a drug comprising an EDG-5 regulator. Accordingly, 
with regard to the invention mentioned in claim 10 and the invention mentioned in claims 1 
to 9, the problems that the inventions are to solve are not same whereby those inventions do 
not have the relation stipulated by Patent Law Section 37(i). 

Further, the principal part of the invention mentioned in claim 10 is the compound 
represented by the formula (I) while the principal part of the invention mentioned in claims 
1 to 9 is a drug comprising an EDG-5 regulator. Accordingly, with regard to the invention 
mentioned in claim 10 and the invention mentioned in claims 1 to 9, their principal parts are 
different whereby those inventions do not have the relation stipulated by Patent Law Section 
37(ii). 

Furthermore, those inventions do not comply with any of the relations stipulated by 
Patent Law Sections 37(iii), (iv) and (v). 

Incidentally, although the compounds represented by the formula (I) are the 
constituting ingredients in claims 6 and 7, said compounds include many known compounds 
and such a point does not contribute in the prior art. 

(2) About the reason 1 / Claims 16, 18, 19, 21, 22, 24 to 31, 44 to 60 and 66 to 70 
The invention in claim 10 and the invention in the above-identified claims have the 
common technical characteristic feature that the compound represented by the formula (I) is 
a constituting ingredient. However, said characteristic feature includes so many known 
compounds such as the compounds mentioned in the cited documents 1 to 3 (even the result 
where the structural formula corresponding to claim 20 was searched using Registry and CA 
Plus, not less than one thousand known documents were found) and, since said characteristic 
feature does not result in the contribution to the prior art, it is unable to be said to be a 



2 



special technical characteristic feature. In addition, there is no other same or corresponding 
special technical characteristic feature. 

Accordingly, the invention in claim 10 and the invention in the above claims have 
no same or corresponding technical characteristic feature and this application does not 
comply with the requirements under Patent Law Section 37. 

Incidentally, in conducting the judgment for the unity, the specified invention was 
selected so that the numbers of the claims satisfying the unity become most abundant. 

(3) About the reason 2 / Claims 10 to 15 

In the compound mentioned in claim 10, all of the substituents A, X, Y, Z and B are 
variable groups and, therefore, it cannot be regarded that all of the choices for the compound 
mentioned in the claim have important chemical structure elements which are common to all 
of them. 

In addition, it is unable to be predicted from the knowledge in the related technical 
field that a group of compounds mentioned in claim 10 acts in the same manner and, further, 
said group does not belong to a group of the compounds which is able to be recognized as a 
single group. 

Accordingly, the choices or alternatives of the compound mentioned in claim 10 
have no similar property or function and it is unable to grasp a single invention from the 
description of the claim. 

That is also the same for claims 11 to 15 and the choices or alternatives of the 
compound mentioned in those claims have no similar property or function and it is unable to 
grasp a single invention from the description of the claims. 

(4) About the reason 2 / Claims 10 to 15, 17, 20, 23 and 32 to 43 

Due to the descriptions reading "substituent(s)" and "substituted", the scope of the 
invention is not clear. 

(5) About the reasons 3 and 4 / Claims 10 to 15, 17, 20, 23 and 32 to 43 

In the above claims, so many compounds having very broad chemical structure 
range are mentioned while the compounds which are actually produced in the Detailed 
Description of the Invention are only a few of them and, further, that where the 
pharmacological action is confirmed is just one compound, i.e. 4-(4-bromophenyl)-4- 
hydroxy-N-(3-"(trifluoromethyl)phenyl)-l-piperidinecarboxamide. 

The invention in the above claims covers the compounds having very broad 
chemical structure range and, therefore, it is not recognized that all of such compounds are 
produced by the same process as that in the working examples and have the same 
pharmacological activity. 
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Accordingly, the invention is not mentioned therein in such a manner that persons 
skilled in the art are able to carry out. 

Further, it is beyond the scope which is disclosed as an invention in the Detailed 
Description of the Invention. 

(6) About the reason 5 / Claims 10 to 15, 17, 20, 23, 32, 33, 35, 38, 39, 41 and 42 / 
Cited documents 1 to 3 

The compound in Example 160 of the cited document 1 corresponds to the 
invention in claims 10 to 15, 17, 20, 23, 38, 39 and 41. 

The compound in Example 354 of the cited document 2 corresponds to the 
invention in claims 10 to 15, 17, 20, 23, 38, 39 and 41. 

The compound in Example 343 of the cited document 2 corresponds to the 
invention in claims 10 to 15, 17, 20, 23, 32, 33 and 35. 

The compounds mentioned in lines 35 and 36, page 47, of the cited document 3 
correspond to the invention in claims 10 to 15, 17, 20, 23, 38, 39, 41 and 42. 

(7) About the reason 6 / Claims 10 to 15, 17, 20, 23 and 32 to 43 / Cited documents 

1 to 3 

Modification of a chemical structure within a range where the activity is available 
on the basis of the invention mentioned in the cited documents 1 to 3 is such a thing that 
which is carried out by persons skilled in the art within a usual technical creation. 

Moreover, even when the Detailed Description of the Invention of this application 
and the technical common knowledge are taken into consideration, the invention in the 
above claims covers so many compounds which do not achieve the effect of the invention of 
this application and, therefore, the invention of this application does not achieve the 
particularly significant effect. 

(8) About the reason 7 / Claims 61 to 65 

The invention in claims 61 to 65 is unable to be granted a patent since said 
invention corresponds to a method of treatment of human whereby it does not correspond to 
an "industrially applicable invention" which is stipulated in the main paragraph of Section 
29(1) of the Patent Law. 

List of Cited Documents 

1. Gazette of Japanese Laid-Open Patent No. 2002-003370 

2. Pamphlet of International Publication WO 01/97786 

3. Pamphlet of International Publication WO 02/05819 
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Record of Prior Art Search Result 
. Technical Field Searched IPC : C 07 D 2 1 1/00, A 6 1 K 45/00 

DB Names : REGISTRY/CAPlus (STN) 
. Prior Art Documents Gazette of Japanese Laid-Open Patent No . 200 1 -26 1 575 

Pamphlet of International Publication WO 01/98301 
This record of prior art search result does not constitute the reasons for refusal. 



Any inquiry for the content of this Notification of Reasons for Refusal should be 
addressed to the following official. 

Yumiko Kawaguchi 

Medical Science Section 

Third Examination Department for Patents 

Telephone: 03 (3581) 1101 (Ext. 3451) 

Facsimile: 03 (3581) 1342 
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